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Qpi nion by Cissel, Adm nistrative Trademark Judge:

On June 18, 2001, applicant filed the above-identified
application to register the mark ULTI MATE FI GHTI NG
CHAMPI ONSHI P on the Principal Register for a long list of
products in Cass 28. The stated basis for filing the
application was applicant’s claimthat it had used the mark

in conmerce in connection with these goods since May of

2001.
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The Exam ning Attorney refused registration under
Section 2(d) of the Lanham Act, 15 U.S.C. Section 1052(d),
based on the assertion that applicant’s mark is likely to
cause confusion with two cited regi stered marks.

Regi stration was al so refused under Section 2(e)(1) of the
Lanham Act, 15 U. S.C. Section 1052(e)(1), on the ground
that applicant’s mark is nmerely descriptive of the goods
listed in the application. The Exam ning Attorney al so
rai sed other informalities, including a requirenent for
anendnent to the identification-of-goods clause, a

requi renent for substitute speci nens and a requirenent
under Trademark Rule 2.61(b) for applicant to submt
sanpl es of advertisenments or pronotional materials for its
products in order to allow the Exam ning Attorney to
understand better the nature of applicant’s products.

In support of the refusal to register based on
descriptiveness, the Exam ning Attorney subm tted copi es of
excerpted articles she retrieved froma dat abase of
publications. These articles showthe term“ultinate
fighting” used to refer to a type of athletic conpetition.
Exanpl es include the foll ow ng:

“Wth the opening of an ultimate fighting school for adults
in Mcky's Gym Boxing Club for kids, which teaches boxing

only, Burnett is doing fewer ultimate flights, he said.”
The Tul sa Wrld, Sept. 26, 2001.
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“Warren runs his own martial arts dojo, teaching ‘shoot
fighting,” a style used in no-holds-barred fighting, such
as ultimate fighting.” The Press-Enterprise, Riverside,
California, Sept. 13, 2001.

“The Los Angel es conpany reps talent in mxed nmartial arts,
a sport second only to soccer in popularity around the
world. Simlar to ultimate fighting, the sport conbines

all the skill sets of the various martial arts disciplines—
wrestling, boxing, judo and karate—+nto one event.” Daily
Variety, Aug. 10, 2001.

“Modesitt said that had been a problemin Weeling, where
pronoters referred to the events alternatively as extrene
or ultimate fighting, or as mxed martial arts.” The
Charl eston Gazette, June 2, 2001.

“VWhile West Virginia s athletic conm ssion still won’'t
sanction ultimate fighting natches, fans of the m xed
martial arts can view matches through cable tel evision and
increasingly on the Internet.” Charleston Daily Mil,
April 9, 2001.

Addi tionally, the Exam ning Attorney included a

dictionary definition of the word “chanpi onshi p” as “a
conpetition or series of conpetitions held to determ ne a
W nner.”

Applicant responded with argunment that the refusals to
regi ster were not well taken. Applicant clained ownership
of the two registrations the Exam ning Attorney had cited
as bars to registration under Section 2(d) of the Act.

Wth regard to the refusal based on nmere descriptiveness,
applicant contended that “not every person in the United

States woul d perceive the term‘ultimate fighting’ as

boxing or martial arts sports fighting. |In fact, there is
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no dictionary definition at all for ‘ultimate fighting ...a
qui ck Internet search for the term‘ultimate fighting
reveal ed nultiple other uses for the term besides narti al
arts sports fighting..!

The identification-of-goods clause in the application
was anended to read as foll ows:

“rubber balls; action figures and accessories therefore;
action skill ganes; bean bag dolls; plush toys; ball oons;
golf balls; tennis balls; bath toys; Christmas tree
ornanments; board ganes; buil ding bl ocks; equipnment sold as
a unit for playing card ganes; dolls and doll clothing;
dol | playsets; children’s play cosnetics; crib toys;

el ectric action toys; manipul ative ganes; golf gloves; golf
bal | markers; jigsaw puzzles; kites; nobiles; nusic box
toys; party favors in the nature of small toys; inflatable
pool toys; multiple activity toys; w nd-up toys; target
ganes; disk-type toss toys; bows and arrows; toy vehicles;
toy cars; toy trucks; toy bucket and shovel sets; roller
skat es; toy nodel hobbycraft kits; toy rockets; toy guns;
toy hol sters; nusical toys; badm nton sets; bubble making
wands and sol ution sets; toy figurines; toy banks; puppets;
yo-yos; skateboards; scooters; face masks; hand-held

el ectronic ganes,” in Cass 28.

Addi tionally, applicant submtted substitute

speci nens, along with a declaration attesting to their use
in comrerce prior to the filing date of the application.
The substitute speci nens appear to be copies of pages from
applicant’s website. The mark is shown above phot ographs
of individual conmbatants, beneath which the words “REAL

FI GHTERS, REAL FI GHTI NG’ are shown. Four trademarks for

vi deo ganes such as PLAYSTATI ON and XBOX are |isted al ong

the left side of the first such page. On another page, the
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mark is shown along with the regi stered mark PLAYSTATI ON,
under which “ganme features” is shown. The |ast page begins
with this sentence: “The PlayStation gets its first taste
of realistic fighting wth Utimte Fighting Chanpi onship.”
The text goes on to list in detail the features offered in
t hi s gane.

The Exami ning Attorney withdrew the refusal to
regi ster based on likelihood of confusion, but maintained
and made final the refusal to register under Section
2(e) (1) of the Act based on descriptiveness. Additional
excerpts fromprinted publications were submtted in
support of this refusal. Exanples include the follow ng:
“He yearned for the athletic conmpetition of his high school
days and saw ultimate fighting, a sport that m xes marti al

arts, westling and ki ck-boxing, as a way of getting back
to that.” The Los Angeles Tines, April 19, 2002.

“...after dozens of Mngols biker gang nmenbers were enraged
by the outcone of an ultimate fighting conpetition, which
meshes boxing and martial arts.” The Las Vegas Revi ew
Journal, April 30, 2002.

“An initial ordinance banning ultimate fighting, a simlar
but nore controversial mxed nmartial-arts sport, failed on
a 4-3 voted in Novenber.” Saint Paul Pioneer Press, Jan.
30, 2002.

The Exam ning Attorney noted that the goods in the
anended application include hand-held el ectronic ganes, and

concluded that the nark describes a feature or



Ser No. 76/273,529

characteristic of them that they sinulate ultinmate
fi ghti ng chanpi onshi ps.

Additionally, the Exami ning Attorney made final the
requi renent for a specimen which shows the mark used in
commerce in connection with at | east one of the products
listed in the application, as anended. She contended that
the substitute specinens do not show the use of the mark
for any of the products identified therein. She also nade
final the requirenent under Rule 2.61(b) for applicant to
submit additional information about its products sold under
t he mark.

Applicant tinmely filed a Notice of Appeal and a
request for reconsideration, arguing that the
“[a] pplication of the mark ULTI MATE FI GHTI NG TOURNAMENT
(sic) to a variety of toys and ganmes provi des no
i nformati on concerning these specific products, and is
therefore not descriptive of these goods. At worst, the
mar k suggests that the nature of the itens which are
derived from Applicant’s services nmay be thematic.
Simlarly, while the mark may suggest that Applicant’s
services relate to sone type of conpetition, it gives no
i ndication of the highly specialized nmartial arts

conpetitions which Applicant arranges and produces.”
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Applicant argued that its mark has been registered for
goods in other classes and that it is a well-known nark.
Attached as support for this contention was a copy of a
final judgnent and permanent injunction (on consent) in
connection wth a civil action against Utimte Athlete
Fighting, Inc. which is dated January 23, 2002.

Additionally, applicant submtted excerpts from
published articles wherein the termsought to be registered
is showmn with initial capital letters, which applicant
argued is a clear reference to itself, rather than
descriptive use of the words. These exanples are varied,
however. For exanple, the Riverside, California,

Press-Enterprise article from March 23, 2002 states that

“First of all, events of this type are known as m xed
martial arts; not ‘no-holds-barred” or ‘Utinmate Fighting.’
The U timte Fighting Chanpionship, UFC, is a specific
conpany that holds m xed martial arts, MVA events; the
event held that Casino Morongo has no affiliation with the
UFC. The U timte Fighting Chanpionship, along with many
ot her organi zati ons, has been working hard to inprove the
reputation of this new sport, but articles |like these only
hurt that effort...

The excerpt fromthe April 20, 2002 edition of The Plynouth

Evening Herald is less than a clear reference to applicant,

however. It sinply states that “[t]he Utimte Fighting
Chanpi onshi p brings together fighters fromall disciplines

of martial arts.”
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Applicant also submtted advertisenents for its
entertai nment services rendered on pay-per-view television,
and a history of events sponsored by applicant as part of
its “Utimte Fighting Chanpi onship” conpetitions. Also
submtted was an article fromapplicant’s website
descri bing the success of applicant’s events.

Wth respect to the final requirenent for additional
speci nens, applicant stated that the specinmen submtted
responsive to the first Ofice Action is a photo of an
actual package containing applicant’s action skill gane,
and that therefore the speci nen denonstrates the use of the
mark in commerce in connection with one of the itens |isted
in the application, as amended.

The request for reconsideration did not address the
requi renent made by the Exam ning Attorney under Rule
2.61(b) for additional information about applicant’s goods.

The Board instituted the appeal, but suspended action
on it and remanded the application to the Exam ning
Attorney for reconsideration in accordance with applicant’s
request.

Upon reconsi deration, the Exam ning Attorney
mai ntai ned the final refusal to register under Section
2(e) (1) of the Act and the final requirenent for acceptable

speci nens of use. Although she did not specifically
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mention the requirenment for additional product information
whi ch had been nmade final in the second Ofice Action, she
adhered “to the final action as witten.” Applicant’s
request for reconsideration had not addressed that

requi renment. The Exam ning Attorney noted that her review
of the application file did not result in discovery of a
speci nen that | ooked |i ke packaging for applicant’s ganes,
and she concl uded that the substitute speci nens applicant
had subm tted appeared to be “either copies of website
pages advertising the goods and ot her services and/or
advertisenents for the goods wherein a conputer gane or
hand- hel d gane appeared without any mark inprinted thereon
(or at least not visible to the exam ner).”

In view of the Exami ning Attorney’ s response to
applicant’s request for reconsideration, the Board resuned
action on the appeal. Applicant filed an appeal brief, the
Exam ning Attorney filed her brief on appeal and applicant
filed a reply brief. Applicant, however, did not request
an oral hearing before the Board.

Based on careful consideration of the record and
argunents before us in this appeal, we find that the
requi renent for additional specinmens is not well taken, but
that the requirenment for additional product information is

proper, and that, in any event, the refusal to register
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under Section 2(e)(1) of the Lanham Act is supported by
this record.

Turning first to the requirenent for subm ssion of
addi tional specinens, we note that Trademark Rule 2.56
requires that an application based on use of the mark in
comer ce must be supported by a “speci men show ng the nmark
as used on or in connection with the goods, or in the sale
or advertising of the services in comrerce.” As noted
above, the Exami ning Attorney views the specinens submtted
responsive to the first Ofice Action as sinply
advertisenents for applicant’s ganes, rather than as
evi dence of the use of the mark on packaging for them

Sinmply put, while the specinens submtted by applicant
do appear to have come fromapplicant’s website, this is
not inconsistent with applicant’s statenment that the
speci nen shows a copy of a photograph of the packaging for
applicant’s gane. That a photograph of applicant’s
packagi ng bearing the mark sought to be regi stered appears
on applicant’s website does not sonehow make such a
phot ograph less than it is. This photograph appears to be
of the front of a box for one of applicant’s ganes.
Applicant has stated that it is. The box shows the mark
sought to be registered used to identify the source of the

gane whi ch woul d be contained within the package. As noted

10
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above, applicant provided a declaration stating that the
specinen was in use prior to the filing of the application.
This satisfies the requirenents of Trademark Rule 2.56, so
the requirenent for an additional specinen is not well

t aken.

Regardi ng the requirenent for product information, as
we noted above, this requirenent was appropriately made in
the first Ofice Action, but applicant did not respond to
it. The requirenent was made final in the second Ofice
Action, but again applicant ignored the requirenent.

Nei t her applicant’s appeal nor the request for

reconsi deration nentions this requirenment. The attachnents
to the latter do not appear to relate to the goods listed
in the instant application, nor does applicant even attenpt
to explain how they m ght do so.

Trademark Rule 2.61(b) states that the Exam ning
Attorney may require an applicant “to furnish such
informati on and exhibits as to be reasonably necessary to
the proper exam nation of the application.” 1In view of the
fact that applicant has ignored this reasonabl e request and
has not even argued that it is unwarranted, we affirmthe
requi renent.

We thus turn to the refusal to register based on

descri ptiveness under Section 2(e)(1) of the Lanham Act.

11
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The test for determ ning whether a mark is nerely
descriptive under this section of the Act is well settl ed.
A mark is nerely descriptive of the goods in question if it
i medi ately and forthwith conveys information concerning a
significant quality, characteristic, feature, function,

pur pose or use of the goods. 1In re Gyulay, 820 F.2d 1216,
3 USPQ@2d 1009 (Fed. Cir. 1987); In re Abcor Devel opnent
Corp., 588 F.2d 811, 200 USPQ 215 (CCPA 1978). It is not
necessary that a termdescribe all of the properties or
functions or features of the goods in order for it to be
considered nerely descriptive of them rather, it is
sufficient if the termdescribes a significant attribute or
i dea about them Moreover, whether a termis nmerely
descriptive is determ ned not in the abstract, but rather
inrelation to the goods or services for which registration
is sought, the context in which it is being used in
connection with those goods and the possible significance
that the termwould have to the average purchaser of the
goods because of the manner of its use. See In re Bright-
Crest, Ltd., 204 USPQ 591 (TTAB 1979). The mark is
suggestive, rather than nerely descriptive, if, when the
goods are encountered under the mark, a nulti-stage
reasoni ng process, or the use of inmagination, thought or

perception is required in order to determ ne what

12
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attributes of the goods the mark indicates. In re Mayer-
Beaton Corp., 223 USPQ 1347 (TTAB 1984). As we have stated
previously, there is a thin line of demarcation between a
suggestive mark and a nerely descriptive one, with the
determ nation of which category a mark falls into
frequently being a difficult matter involving a good
nmeasure of subjective judgnent. See, e.g., In re Atavio,
25 USP2d 1361 (TTAB 1992, and In re TMs Corp. of the
Anericas, 200 USPQ 57 (TTAB 1978).

W agree with the Exam ning Attorney that the record
in this application shows that the term*“ultimte fighting”
is used to describe a type of athletic conpetition which
conbi nes several forns of the martial arts. Wile there
can be no dispute but that applicant uses the termas part
of its trade nane and also in the manner of a tradenmark on
its products, such use does not sonehow convert the
wi despread descriptive use of the termby others into the
intellectual property of applicant.

When the descriptive termnology “ultimate fighting”
is conbined with the equally descriptive word

“chanpi onship,” the resulting conbination is also nerely
descriptive of an ultimate fighting conpetition. No
conpl ex reasoning or nulti-step thought processes are

required in order to take this neaning fromthe mark. 1In

13
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that such a conpetition appears to be the central feature
or characteristic of applicant’s hand-held el ectronic
ganes, the term sought to be registered, ULTI MATE FI GHTI NG
CHAMPI ONSHI P, is nerely descriptive of these goods wthin
the context of Section 2(e)(1l) of the Lanham Act.

Applicant’s argunents to the contrary are not
persuasive. That “not every person in the United States
woul d perceive the term‘ultimate fighting as boxing or
martial arts sports fighting” is not determ native of the
issue. Inplicit in this statenment nmade by applicant in
response to the first Ofice Action is the notion that sone
peopl e do understand what ultimate fighting is. This is
consistent with the evidence nmade of record by the
Exam ni ng Attorney show ng descriptive use of the term by
others in connection with this sport. |In order for the
mark to fall within the proscription of Section 2(e)(1) of
the Act, the descriptive significance of the mark does not
have to be apparent to everyone. It is sufficient if a
significant portion of prospective purchasers of
applicant’s products understand that “ultimate fighting” is
used to identify the sport of mxed martial arts fighting,
and that the word “chanpi onship” identifies a conpetition
or series of conpetitions held in order to determ ne a

wi nner. The descriptive significance of the mark with

14
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respect to applicant’s ganes, which feature or are about
ultimate fighting chanpi onshi ps, woul d be apparent to such
peopl e.

Simlarly, that the conbination of descriptive terns
applicant seeks to register is not listed in a dictionary
does not mandate reversal of the refusal to register in
this case. The conbination of the ordinary neani ngs of the
terms which conbine to nake up this mark results in a term
whi ch nerely describes a significant characteristic of the
hand- hel d ganes listed in the application, nanely that they
feature or are based on ultimte fighting chanpi onshi ps.

We note further that in its appeal brief, applicant
requested that if the Board were to determne that its mark
cannot be registered on the Principal Register because it
is merely descriptive of the goods listed the application,
anendnent to the Suppl enental Register should be permtted.
The Exami ning Attorney, in her brief on appeal, stated that
she woul d approve this mark for registration on the
Suppl enental Register if an acceptabl e speci nen of use were
submi tted.

Applicant’s alternative anmendnment cannot be all owed at
this juncture, however. Prior to subm ssion of its appeal
brief, applicant never raised registration on the

Suppl enental Register as an alternative, so this issue was

15
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not before the Board on appeal. Trademark Rule 2.142(Q)
states that “an application which has been consi dered and
deci ded on appeal will not be reopened except for the entry
of a disclainmer under Section 6 of the Act of 1946 or upon
order of the Comm ssioner.” Accordingly, notw thstanding
the apparent willingness of the Exam ning Attorney to
accomodat e applicant, applicant’s request cannot be

gr ant ed.

DECI SI ON: Al t hough the requirement for a substitute
specinen is reversed, both the requirenent under Rule
2.61(b) for subm ssion of additional information regarding
the goods listed in the application and the refusal to

regi ster under Section 2(e)(1l) of the Act are affirned.
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